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Office Action Summary 



Application No. 
09/266.935 



Applicant(s) 



Li et al. 



Examiner 



Jezia Riley 



Group Art Unit 
1656 




X Responsive to communication(s) filed on Ju/i 26, 2000 ^_^^____„^_^^_„___^_^^_____— _ ■ 

X This action is FINAL. 

Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 ; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



month(s), or thirty days, whichever 



is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

X Claim (s) 30-54 



is/are pending in the application 



Of the above, claim(s) 
X Claim (s) 30*45 _ 
X Claim(s) 46-54 



is/are withdrawn from consideration 



is/are allowed, 



Claim(s) 
Claims 



is/are rejected, 
is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

The drawing(s) filed on is/are objected to by the Examiner. 

is ; approved 



disapproved, 



The proposed drawing correction, filed on _^__„___^_ 

The specification is objected to by the Examiner. 

The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

_ All Some* None of the CERTIFIED copies of the priority documents have been 
received. 

' received in Application No. (Series Code/Serial Number) . 

received in this national stage application from the International Bureau (PCT Rule 17.2(a)) 
* Certified copies not received: 



Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e) 



Attachment(s) 

_ Notice of References Cited, PTO-892 

X Information Disclosure Statement(s), PTO-1449, Paper No(s) 

, Interview Summary, PTO-413 
, .., Notice of Draftsperson's Patent Drawing Review, PTO-948 
Notice of Informal Patent Application, PTO-152 
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— SEE OFFICE ACT/ON ON THE FOLLOWING PAGES — 



U. S. Patent and Trademark Office 



PTO-326 (Rev. 9-95) 



Office Action Summary 



Part of Paper No. ^ 



Serial Number: 09 /266,9^ Art Unit: 1655 — 2 -- 



Detailed A c t i o n 



1 - Th ~ art unit for this application has changed. Applicant is 
informed, that any future response should be directed to Art Unit 
1656. 



Claim Rejections - 35 USC § 112 

The fc Hewing is a quotation of the second paragraph of 35 



U.S.C. § 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



3 * Claims 46-54 are rejected under 35 U.S.C. § 112, 2^ paragraph. 

Claim. 4 6 is vague and indefinite because it is unclear, of 
what are the metes and bonds of the terms "derivatives thereof ". 
The definition on pages 24-25 is for derivatives of the formulae I 



and II. No definition described the derivatives of the 

of instant claim 46. 



compounds 



Claim Rejections - 35 USC § 102 

4. The foJ lowing is a quotation of the appropriate paragraphs of 
35 U.S.C. § 102 that form the basis for the rejections under this 

section made in this Office action: 

A person shall he entitled to a patent unless 

(h) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for patent 
in the United States. 
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5. Claims 4 6-54 are rejected under 35 U.S.C. § 102(b) as being 
anticipates: by Mi; i. 1 i s et di. i 4 , 8 D 0 , 1 5 9 ) . 

Mail :. et al. (i:uvloso a method for amplifying any target 
nucleic cu::d ana ;j kit. i :3ee abstract and col. 2-5, for example). 

6. Claims 46-51 are rejected under 35 U.S.C. § 102(b) as being 
ariti ipatea by Lee (Patent 5, 13^, 035). 

Lee ai scloses the basic: steps of the chain-termination 
approacn to bNA sequencing where the f Juorescently labeled chain- 
ter mi :ia 1 1 na iiusle': :>t Ides cm be 2 ! , :', dideoxy-7-deazainos ine 
t r ip :. , si ;: . c • • 3-5) . 

Applicants' argument ar- that the references do nc>t (disclose the 
compounds comprising group> consisting of one or more amino acids, 
etc. This is not convincing because the phrase derivatives thereof 
are ariclear as. discussed in 112 2nd rejection above and therefore 
the re j ect i ons are main t a i ned . 

o. Claims. 3 0-45 a re allowed. 

9. THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded cf the extension of time policy as set forth in 37 
CFR 1.136(a) . 

A shortened statutory period for response to this final action 
is set to expire THREE MCNTH3 from the date of this action. In the 
event a first response rs filed within TWO MONTHS of the mailing 

date of this final, action and the advisory action is not mailed 
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until after the end of the THREE-MONTH shortened statutory period, 
tnen the sin > r t. en-o statutory period will expire on the date the 
advisory action :s mailed, ana any extension fee pursuant to 37 
CFR 1.136 (a; wi i. 1 he calculated from the mailing date of the 
advisory ,;o ( i.u. v: no event will t;he statutory period for 
response expire . i * e r tnau SIX MONTH;: from the dat;e of this final 
act i on . 



I o . Any inquiry concerning this communication or earlier' 
cc'inr.unicat ions from the examiner should be directed to Jezia Riley 
whose telephone number is (703) 3i.-5-63.55. The Examiner may 
normally be reached Monday through Friday, 0900 - 1700 EST. If 
attempts to reach the Examiner by eel op-hone are unsuccessful, the 
Examiner's cupervisor, Gary Jones, may hie reached at (703) 308- 

I I 52 . 

Any inquiry of a general nature or relating to the status of 
this application should be directed to the Chemical Matrix 
Receptionist whese telephone nun±>er is (703) 308-0196. 

Any necessary fax -can be sent to (703) 308-4242. 
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JEZIA RILEY 
PRIMARY EXAMINER 
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